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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 30 January 2008 appealing from the Office 
action mailed 30 July 2008. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
No amendment after final has been filed. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

4,466,426 Blackman 8-1984 

4,246,898 Travalent 1-1981 
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(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

1 . Claims 1 -1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Travalent et al (US 4,246,898). 

Travalent teaches a syringe (10) with pushrod (22), a scale (60), threads (see claim 3, 
and 54, Fig 1), a stop (56) moveable relative to the scale along the shaft of the pushrod, 
the shaft including a thumb rest (32) and the syringe barrel having a flange (24) which 
abuts the stop (Fig 1 ). The shaft is made of plastic, which is generally molded. Also, 
molded is a product-by-process limitation and is given little patentable weight. 

2. Claims 1 -1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Blackman (US 4,466,426). 

Blackburn teaches a syringe (10) with known volume (scale 38 and 40) with pushrod 
(20), a scale (lines at 32a and 32b), threads (see 32a, 32b, and 36e), a stop (36) 
moveable relative to the scale along the shaft of the pushrod, the shaft including a 
thumb rest (24) and the syringe barrel having a flange (28) which abuts the stop (Fig 1). 
The shaft is made of metal, which may be molded. Also, molded is a product-by- 
process limitation and is given little patentable weight. 

(10) Response to Argument 
Travalent: 

Appellant argues that Travalent shows a syringe filled to a "particular filled 
volume." This appears to meet the limitation of a "known" volume. Appellant then notes 
that the syringe must to be filled to align the plunger at the "0" position to accurately 
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dispense medication. Appellant seems to confuse the limitation of a "prefilled syringe." 
There is no special definition of a prefilled syringe in the specification or in the art. The 
examiner finds that any syringe which contains medication for expulsion is prefilled. A 
syringe which is empty, connected to a bulk medication bottle, and filled is then 
considered "prefilled" whether the filling takes place during manufacture or immediately 
prior to injection. An example of a syringe which is not prefilled would be a syringe 
which is fully empty connected to a patient for blood withdrawal. The syringe of 
Travalent could be over filled and then reset so that the plunger rests at "0" and still be 
prefilled. Travalent expressly discloses that the plunger is calibrated to the volume of 
the syringe: see Col 3 line 57- Col 4 line 14. Appellant's arguments as to "properly 
filling" the syringe are not related to limitations or steps found in the claims. 
Blackman: 

Appellant argues that the measuring grooves 32a/b do not indicate a specific 
volume. This is not true, and not in the claims. The measuring grooves "correspond to a 
predetermined volume" (Col 4 line 64). Appellant next argues that the measuring 
grooves are not a scale. The definition of scale is "an instrument or apparatus with 
graduated markings for measuring something" (Encarta). The measuring grooves are 
evenly spaced and intended for determining the amount of medication injected. There is 
nothing requiring printed numbers on the scale in the claim. Next appellant asserts the 
Blackman's clip 36 is not a "stop." A stop as claimed must be "moveable relative to the 
scale" and "configured for location along the shaft.' Clearly the clip 36 meets these 
limitations, see Fig 2 and Fig 3. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
/ELIZABETH R MOULTON/ 
Examiner, Art Unit 3767 

Conferees: 
/Kevin C. Sirmons/ 

Supervisory Patent Examiner, Art Unit 3767 

/Janet C. Baxter/ 
TC 3700 TQAS 



